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The MAILING DA IE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 



2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1^21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 1-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 08 December 2000 is/are: a)D accepted or b)!3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* see the attached detailed Office action for a list of the certified copies not received. 

13) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 
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DETAILED ACTION 
Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a) and 37 CFR 1 .84(o) because they fail 
to show labels of the parts or features as described in the specification. Any structural detail that 
is essential for a proper understanding of the disclosed invention should be shown in the 
drawing. MPEP § 608.02(d). A proposed drawing correction or corrected drawings are required 
in reply to the Office action to avoid abandonment of the application. The objection to the 
drawings will not be held in abeyance. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
include the following reference sign(s) not mentioned in the description: 121, 132, and 402. A 
proposed drawing correction, corrected drawings, or amendment to the specification to add the 
reference sign(s) in the description, are required in reply to the Office action to avoid 
abandonment of the application. The objection to the drawings will not be held in abeyance. 

Specification 

2. The disclosure is objected to because of the following informalities: the lines should be 
numbered as opposed to the current numbering of the paragraphs. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S. C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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4. Claims 8 and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 8 recites the limitation "video programs" in line 1 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 9 recites the limitation "television viewing system" in line 1 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1-3, 5 and 8-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Ellis 
et al (US 2003/0149988 Al), cited by the Examiner. 

As to claim 1, note the Ellis et al reference which discloses the claimed method of 
"receiving an order for audio [and/] or video data via a user selection from a video broadcast 
through a video viewing system" as met in one example by user television equipment 22 (Fig. 7), 
including a set-top box 28, a television 36, and a remote control 40, where a user highlights a 
program, such as "I Love Lucy" (Fig. 11a), and selects the "record" button on the remote control 
40 (also see Figs. 14a-b and pgs. 1 1-12, ^ [0133]-[0134]), or by the user highlighting a pay-per- 
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view program listing and pressing "order" or another suitable key on the remote control 40 (see 
Fig. 15a and pg. 12, If [0138]). The claimed "transmitting the order from the video viewing to a 
server and data storage device" is met by the set-top box 28 transmitting the request or order to 
the remote media server 24, which comprises a server 24 (and 25) and data storage 15 (see Figs. 
7 and 2a-2e, and pg. 7, H [0091] for example). The claimed "transmitting the requested audio 
[and/] or video data to the user in a portable electronic form" is met by the programs or videos 
may be distributed by distribution equipment 21 to user television equipment 22 in various 
formats, such as MPEG-2 files, an MPEG-2 data stream, or other formats (see pg. 7, | [0097]). 

As to claims 2 and 3, the claimed "order for data is stored by the video viewing system 
for transmission to a head-end by noting a time and channel viewed when signaled by the user" 
is met as previously described above in claim 1 where the set-top box 28 transmits the 
information to the head-end and server, where the information includes time(s), channel viewed, 
a user number or identification, and other information (see pg. 6, 1} [0087]). 

As to claim 5, the Ellis et al reference discloses that the claimed "order for data" may be 
added to a communication between the video viewing system (22) and a server (24) regulating 
the broadcast received via a communication medium (20) (see pgs. 8-9, If [0105]-[0107] and 
Figures 2a-2e, 7 and 9). 

As to claim 8, note the Ellis et al reference which discloses a video viewing system (user 
TV equipment 22, see Figs. 2a-2e and 7) for displaying a video program (television 36, Fig. 7) 
and receiving orders for audio or video data from a viewer (remote control 40, see Figs. 7 and 8), 
where a user highlights a program, such as "I Love Lucy" (Fig. 1 la), and selects the "record" 
button on the remote control 40 (also see Figs. 14a-b and pgs. 11-12, U [0133]-[0134]), or by the 



Application/Control Number: 09/733,824 Page 5 

Art Unit: 2614 

user highlighting a pay-per-view program listing and pressing "order" or another suitable key on 
the remote control 40 (see Fig. 15a and pg. 12, | [0138]). The claimed "broadcast system. . ." is 
met by the video and data input 26 in Fig. 7 (pg. 8, K [0098]) or communications path 20 (see 
Figs. 2a - 2d), or communications link 18 in Fig. 1, which provides the video broadcasts to the 
distribution equipment 21/head-end (see pg. 3, ^ [0059]). The claimed "server for receiving and 
processing orders for audio or video data" is met by server 24 (Figs. 2a-2e). The claimed 
"communications medium between the video viewing system and the server" and "link between 
the server and the viewer. . is met by the video and data input 26 in Fig. 7 (pg. 8, ^ [0098]) or 
communications path 20 (see Figs. 2a - 2d), and the claimed "delivery of the audio or video data 
in a portable electronic form" is met by the programs or videos may be distributed by distribution 
equipment 21 to user television equipment 22 in various formats, such as MPEG-2 files, an 
MPEG-2 data stream, or other formats (see pg. 7, | [0097]). 

As to claim 9, the Ellis et al reference discloses the claimed "set top box" (see 28, Fig. 7) 
and "a video viewing media" (see television 36). 

As to claim 10, the claimed "video viewing system includes a cursor control which 
allows a user to signal selection by placing the cursor in a specific area, or "hot" area, of the 
viewing medium's screen" is met by a user positioning highlight region, such as 151 (see Figs. 
10 and 1 la-c), over a desired program guide option related to program listings by manipulating 
the user input device 46 (see pg. 10, [0121], [0123] and [0116]). 

As to claim 1 1, the claimed "video viewing system includes a remote control with an 
"activate" button, which signals selection of an audio or video data program" is met by the user 
pressing a "RECORD" key on remote control 40 after highlighting a programs listing (see Fig. 8, 
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pg. 1 1, end of If [0133] and [0134]) or by the user highlighting a pay-per-view program listing 
and pressing the "order" or other suitable key on remote control 40 (see pg. 12, ^ [0138]). 

As to claim 12, the Ellis et al reference discloses that the claimed "order for data" may be 
added to a communication between the video viewing system (22) and a server (24) regulating 
the broadcast received via a communication medium (20) (see pgs. 8-9, ^ [0105]-[0107] and 
Figures 2a-2e, 7 and 9). 

As to claim 13, Ellis et al discloses the claimed "more than one server and mass data 
storage unit service the video viewing system" as met by remote media server 24, storage 15, 
Internet service system 61, and program guide server, which are all a part of the distribution 
facility 16 (Fig. 2d). 

As to claim 14, the claimed "requested data is transmitted via a broadcast system to the 
user's video viewing system" is met by the requested data being transmitted via a 
communications paths 20 (see Figs. 2a-2d and 9), which may include, for example, a satellite 
link, a telephone network link, a cable or fiber optic link, a microwave link, an Internet link, a 
data-over-cable service interface specification (DOCSIS) link, a combination of links, or any 
other suitable communications link (see pg. 4, ^ [0064]-[0065]) to the user television equipment 
22/set top box 28 (pg. 5, ^ [0075]). 

As to claim 15, the claimed "video viewing system includes an audio or video file player 
that can download the audio or video data from a port" is met by digital storage device 31, which 
can be an external device connected to set-top box 28 via an output port and appropriate interface 
(see Fig. 7 and pg. 8, U [0102]). The digital storage device 3 1 may be a DVD player capable of 
handling recordable DVD disks, or may be various other players and storage devices (pg. 8, If 
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[0101]). The video viewing system (user television equipment 32) also may include a secondary 
storage device 32 (see pg. 8, [0098], [0100] and [0104]). 

As to claim 16, the claimed "video viewing system includes a removable memory media 
that stores the audio or video data" is met by digital storage device 3 1 and/or secondary storage 
device 32, as previously described above in claim 15, which may include DVD disks or various 
other removable memory media. 

As to claim 17, note the Ellis et al reference which discloses the claimed "machine- 
readable storage medium. . as met by memory 63, which may be any memory or other storage 
device, such as a random access memory (RAM), read only memory (ROM), flash memory, a 
hard disk drive, a combination of such devices, etc., that has stored program guide application 
instructions and other data for use by control circuitry 42 for execution by the user television 
equipment 22, such as set-top box 28 (see Figures 7 and 9, and pg. 9, ^ [01 12]-[01 14]), which 
performs the claimed method of "receiving an order for audio [and/] or video data via a user 
selection from a video broadcast through a video viewing system" as met in one example by user 
television equipment 22 (Fig. 7), including a set-top box 28, a television 36, and a remote control 
40, where a user highlights a program, such as "I Love Lucy" (Fig. 11a), and selects the "record" 
button on the remote control 40 (also see Figs. 14a-b and pgs. 11-12, ^ [0133]-[0134]) 5 or by the 
user highlighting a pay-per-view program listing and pressing "order" or another suitable key on 
the remote control 40 (see Fig. 15a and pg. 12, U [0138]). The claimed "transmitting the order 
from the video viewing to a server and data storage device" is met by the set-top box 28 
transmitting the request or order to the remote media server 24, which comprises a server 24 (and 
25) and data storage 15 (see Figs. 7 and 2a-2e, and pg. 7, ^ [0091] for example). The claimed 
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"transmitting the requested audio [and/] or video data to the user in a portable electronic form" is 
met by the programs or videos may be distributed by distribution equipment 21 to user television 
equipment 22 in various formats, such as MPEG-2 files, an MPEG-2 data stream, or other 
formats (see pg. 7, U [0097]). 

As to claims 18-20, the claims are rejected based on the same arguments made in the 
rejection of claims 2, 3 and 5 respectively. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 4, 6-7 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ellis 
etal. 

As to claim 4, the Ellis et al reference discloses a method for automatically debiting the 
user's account (see pg. 12, If [0136]). Ellis et al does not does not explicitly disclose that "an 
encrypted credit card or debit card number is recorded along with the time and channel viewed". 
However, the Examiner takes Official Notice that it is notoriously well known in the art of 
audio/video distribution and purchasing systems to have the ability to send an encrypted credit or 
debit card account number along with a time and channel viewed for an order that is to be 
purchased through the system for the advantage of allowing a user to purchase audio or video 
data through by using an account or their own choice, and whereby the user's personal account 
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information is protected for their own security through encryption methods for the advantage of 
preventing hackers or other individuals from stealing the user's personal account information. 
Therefore, it is submitted that it would have been clearly obvious to one of ordinary skill in the 
art at the time of the invention to have an encrypted credit card or debit card number recorded 
along with the time and channel viewed for the advantages given above. 

As to claim 6, the Ellis et al reference discloses the method of claim 1 as described 
above. Ellis et al does not explicitly disclose that a method of transmission is determined by user 
preprogrammed instructions. However, the Examiner takes Official Notice that it is notoriously 
well known in the art of interactive video distribution systems to have the viewer enter 
preprogrammed instructions into their system or set-top box, for the advantages of allowing 
multiple users to access the system according to their own personal settings, and to provide 
parental control of the system, in addition to, providing the user with quick response time, since 
the user would not have to set up the method of transmission each time an order is placed by 
having the method already setup through activating their own identification number. Therefore, 
it is submitted that it would have been clearly obvious to one of ordinary skill in the art at the 
time of the invention to have the method of transmission determined by user preprogrammed 
instructions for the advantages given above. 

As to claim 7, the Ellis et al reference discloses the method of claim 3 as described 
above. Ellis et al does not explicitly disclose that a method of transmission is determined by a 
user identification number. However, the Examiner takes Official Notice that it is notoriously 
well known in the art of interactive video distribution systems to have the viewer enter a personal 
identification number or PIN in order to have access to special settings or privileges, including a 
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method of transmission for ordering a product or service such as audio or video data for the 
advantages of limiting access only to users who have paid for the service and further preventing 
hackers from using the system, or to allow for multiple users to access the system according to 
their own personal settings, and to provide parental control of the system, in addition to, 
providing the user with quick response time, since the user would not have to set up the method 
of transmission each time an order is placed by having the method already setup through 
activating their own identification number. Therefore, it is submitted that it would have been 
clearly obvious to one of ordinary skill in the art at the time of the invention to have the method 
of transmission determined by a user identification number for the advantages given above. 

As to claim 21, the claim is rejected based on the same arguments made in the rejection 
of claim 6. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. 

Hendricks et al (USPN 5,600,573) - discloses an operations center with video storage for 

a television program packaging and delivery system. 
Kaiser et al (USPN 6,615,408) - discloses a method, system and apparatus for providing 

action selections to an image referencing a product in a video production. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael W. Hoye whose telephone number is (703) 305-6954. 
The examiner can normally be reached on Monday to Friday from 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller, can be reached at (703) 305-4795. 



Any response to this action should be mailed to: 



Please address mail to be delivered by the United States Postal 
Service (USPS) as follows: 



Mail Stop 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Please address mail to be delivered by other delivery services 
(Federal Express (Fed Ex), UPS, DHL, Laser, Action, Purolator, 
etc.) as follows: 



U.S. Patent and Trademark Office 
2011 South Clark Place 

Customer Window, Mail Stop 

Crystal Plaza Two, Lobby, Room 1B03 
Arlington, Virginia 22202 

Or faxed to: (703) 872-9306 



Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA, Sixth Floor (Receptionist). 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to customer service whose telephone number is (703) 308-HELP. 

Michael W. Hoye 
December 23, 2003 
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